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Election/Restrictions 

1 . Applicant's election without traverse of Group I, claims 1-7, in the reply filed on 
8/22/2008 is acknowledged. 

2. Claims 1-16 are pending in the apphcation. Claims 8-16 are withdrawn from ftirther 
consideration pursuant to 37 CFR 1.142(b) as being drawn to a nonelected invention. 

Claim Rejections - 35 USC § 112 

3. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

4. Claims 1-7 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite in that 
it fails to point out what is included or excluded by the claim language. This claim is an omnibus 
type claim. 

It is not clear from the language of claim 1 what statutory class of invention is really 
desired for examination: whether it is a "composition" type of claim (a sealant composition) or a 
"product" tf^Q of claim (a transparent substrate coated with a sealant composition) so as to 
include or exclude what structural elements? 

For examining purposes claim 1 was interpreted according to the Applicants' 
specification as directed to a sealant composition for the use with a transparent substrate having 
an anti-staining layer. Note that the Applicants' specification discloses in PI that the present 
invention relates to sealants (both solid sealants beforehand molded as sealants in predetermined 
shapes and liquid sealants are included) to be used for low-staining transparent materials. 
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Claim Rejections - 35 USC §102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of appUcation for patent in the United States. 

Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S. C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

7. Claims 1-4 are rejected under 35 U.S.C. 102(b) as anticipated by or, in the alternative, 
under 35 U.S.C. 103(a) as obvious over Chiba et al (US 6025445). 

Chiba et al discloses a curable composition comprising a reactive silicon group 
containing saturated hydrocarbon based polymer (See Abstract). The curable composition can be 
suitably employed as a sealant for glass (See column 11, lines 15-27). 

It is the Examiner's position that a sealant composition of Iwahara et al may be used for 
sealing any surface including a transparent substrate having an anti-staining layer. It is held that 
recitation of the intended use of the claimed invention must result in a structural difference 
between the claimed invention and the prior art in order to patentably distinguish the claimed 
invention from the prior art. If the prior art structure is capable of performing the intended use, 
then it meets the claim. 
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If this position could be argued, it would have been obvious to one of ordinary skill in the 
art at the time the invention was made to have used the sealant composition of Iwahara et al for 
sealing any surface including a transparent substrate having an anti-staining layer since Iwahara 
et al does not limit its teaching to a particular substrate. 

8. Claims 1-4 are rejected under 35 U.S.C. 102(b) as anticipated by or, in the altemative, 
under 35 U.S.C. 103(a) as obvious over Iwahara et al (US 4,904,732). 

Iwahara et al discloses a curable composition comprising a reactive silicon group 
containing saturated hydrocarbon based polymer (See Abstract; column 14, line 49). The curable 
composition can be suitably employed as a sealant (See column 14, lines 47-51). 

It is the Examiner's position that a sealant composition of Iwahara et al may be used for 
sealing any surface including a transparent substrate having an anti-staining layer. It is held that 
recitation of the intended use of the claimed invention must result in a structural difference 
between the claimed invention and the prior art in order to patentably distinguish the claimed 
invention from the prior art. If the prior art structure is capable of performing the intended use, 
then it meets the claim. 

If this position could be argued, it would have been obvious to one of ordinary skill in the 
art at the time the invention was made to have used the sealant composition of Iwahara et al for 
sealing any surface including a transparent substrate having an anti-staining layer since Iwahara 
et al does not limit its teaching to a particular substrate. 

9. Claims 1-4 are rejected under 35 U.S.C. 102(b) as anticipated by or, in the altemative, 
under 35 U.S.C. 103(a) as obvious over Hatsutory et al (JP 59078220). 
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Hatsutory et al discloses a sealant comprising a copolymer of alkyi acrylate of formula 
CH2=CHC00R^ (R^ is 2-8 alkyl), vinyl alkoxy-silane, and mercapto group containing a chain 
transfer agent (claimed reactive silicon group containing acryl polymer) (See Abstract). 

It is the Examiner's position that a sealant composition of Hatsutory et al may be used for 
sealing any surface including a transparent substrate having an anti-staining layer. It is held that 
recitation of the intended use of the claimed invention must result in a structural difference 
between the claimed invention and the prior art in order to patentably distinguish the claimed 
invention from the prior art. If the prior art structure is capable of performing the intended use, 
then it meets the claim. 

If this position could be argued, it would have been obvious to one of ordinary skill in the 
art at the time the invention was made to have used the sealant composition of Hatsutory et al for 
sealing any surface including a fransparent subsfrate having an anti-staining layer since 
Hatsutory et al does not limit its teaching to a particular substrate. 

10. Claims 1-4 are rejected under 35 U.S.C. 103(a) as being unpatentable over Chiba et al or 
Iwahara et al or Hatsutory et al, as applied above, fiirther in view of Kiel (US 3,522,075). 

Iwahara et al or Hatsutory et al, as applied above, fails to teach that sealant may be used 
in combination with a transparent material (Claim 1) such as a building material (Claim 4), e.g. 
glass (Claim 3) having an anti-staining layer on the surface thereof (Claim 1) such as a 
photocatalyst (Claim 2). 

Kiel teaches that an adhesion of a curable organopolysiloxane resin-based composition 
(See column 5, lines 5-8) to a glass surface may be substantially increased by coating the glass 
surface with a metal oxide such as titanium dioxide (claimed photocatalyst) (See column 2, lines 
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14-16) before applying a curable organopolysiloxane resin-based coating (See column 1, lines 
42-48). 

Therefore, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to have used a curable organopolysiloxane resin-based sealant in the cited 
prior art for sealing glass surface that is coated with a metal oxide such as titanium dioxide 
before applying a curable organopolysiloxane resin-based composition with the expectation of 
providing the desired substantially increased adhesion of the organopolysiloxane resin-based 
sealant to the glass surface, as taught by Kiel. 

1 1 . Claim 5 is rejected under 35 U.S.C. 103(a) as being unpatentable over (Chiba et al or 
Iwahara et al or Hatsutory et al) or ((Chiba et al or Iwahara et al or Hatsutory et al) in view of 
BCiel), as applied above, fiirther in view of Kharlamova et al (RU 20051 12). 

Chiba et al teaches that the curable composition may contain plasticizers (See column 
10, lines 5967) such as polybutene, hydrogenated polybutene, etc. (See column 10, lines 59-60). 

Iwahara et al teaches that the curable composition may contain plasticizers (See column 
13, lines 50-52) such as polybutene, hydrogenated polybutene, dibutyl phthalate (See column 14, 
line 6). 

Although Hatsutory et al does not expressly teach that the sealant composition contains a 
plasticizer, it is a common knowledge in the art to add plasticizers to coating composition, as 
evidenced by Chiba et al and Iwahara et al. 

The cited prior art fails to teach that the plasticizer is an acryl-based plasticizer. 

BCharlamova et al teaches that either dibutyl phthalate or oligoether acrylate may be as a 
plasticizer in a coating composition (See Abstract). In other words, Kharlamova et al teaches that 
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oligoether acrylate is suitable for the use as a plasticizer in a coating composition. It is held that 
the selection of a known material based on its suitability for its intended use supported a prima 
facie obviousness determination in Sinclair & Carroll Co. v. Interchemical Corp., 325 U.S. 327, 
65 USPQ 297 (1945). See MPEP 2144.07. 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to have used oligoether acrylate (claimed acryl based plasticizer) as a plasticizer in the 
cited prior art since Kharlamova et al teaches that oligoether acrylate is suitable for the use as a 
plasticizer in a coating composition. 

12. Claims 6-7 are rejected under 35 U.S.C. 103(a) as being unpatentable over Hatsutory et al 
or Hatsutory et al in view of Kiel. 

Note that the acryl acrylate CH2=CHC00R^ wherein is ethyl, in Hatsutory et al is 
homologue of claimed CH2=CHCOOCH3. However, it is well settled that a prior art compound 
may suggest its homologues because homologues often have similar properties (See MPEP 
2144.08,11, 4c). 

Therefore, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to have used CH2=CHCOOCH3 in Hatsutory et al instead of 
CH2=CHCOOCH2CH3 with the expectation of providing the desired properties since 
homologues have similar properties. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Elena Tsoy Lightfoot whose telephone number is 571-272-1429. 
The examiner can normally be reached on Monday-Friday, 9:00AM - 5:30 PM. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Timothy Meeks can be reached on 571-272-1423. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

Elena Tsoy Lightfoot, Ph.D. 
Primary Examiner 
Art Unit 1792 

October 9, 2008 
/Elena Tsoy Lightfoot/ 



